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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5, 8-9, 12-16, and 21-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fussell (4023071). 

As to claims 1, 3, 8-9, 13, and 22-23, 25, and 27 Fussell discloses in figure 3, a 
motor drive for an electric machine, comprising: a live line (1 ); a second line (2); a 
ground line (3); and a surge protector including: a first varistor (30); and a gas discharge 
tube (GDT) (34) that is non-conductive below a trigger voltage and that is conductive 
above said trigger voltage, wherein said first varistor and said GDT are connected in 
series between one of said live line and said second line and said second line and said 
ground line (3); however, he does not disclose the trigger voltage being 1230 volts. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to incorporate a trigger voltage of 1230 volts, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980) 

As to claims 2, 14, and 26 Fussell discloses in figure 3, wherein said first varistor 
has a voltage threshold that is less than a hi-pot test voltage and said trigger voltage, 
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wherein said hi-pot test voltage is less than said trigger voltage, and wherein said 
trigger voltage is less than a surge voltage (see col. 2, lines 32-46). 

As to claims 4, 15, and 27 Fussell discloses in figure 3, wherein when a voltage 
on said live line exceeds said trigger voltage, said first varistor, said second varistor and 
said GDT clamp excess voltage between said live line and said second line and clamp 
excess voltage between said second line and said ground line (see col. 2, lines 32-46). 

As to claims 5 and 16, Fussell discloses in figure 3, wherein said surge protector 
further includes a fuse (32) that is connected in series with said live line and that creates 
an open-circuit when current flowing through said fuse exceeds a current threshold of 
said fuse (see col. 5, lines 26-34). 

As to claims 12 and 21 , Fussell discloses in figure 3, wherein said first and 
second varistors are metal oxide varistors (MOVs). 

As to claims 24, Fussell discloses in figure 3, a method for insulation testing an 
electric machine with a surge protection circuit without using a jumper circuit to 
disconnect said surge protection circuit during said insulation testing, comprising: 
providing an electric machine having a live line (1), a ground line (3) and a second line 
(2); connecting a first varistor (30) and a gas discharge tube (34) (GDT) in series 
between one of a live line and a second line and said second line and said ground line; 
and performing said insulating testing; however, he does not disclose the trigger voltage 
being greater than 1230 volts. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to incorporate a trigger voltage greater than 1230 
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volts, since it has been held that discovering the optimum or workable ranges involves 
only routine skill in the art. In re Alter, 105 USPQ 233. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 6 and 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fussell (4023071) in view of Harlan et al (5606232). 

As to claims 6 and 17, Fussell discloses all the limitations as applied in claim 1, 
but does not disclose a rectifier used to communicate with said live, second, and ground 
line to convert AC voltage to DC voltage. Harlan teaches in his motor protection system 
a rectifier that is used to convert AC to DC voltage (see col. 2, lines 56-64). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the device and add a rectifier in order to run the motor. 

Claims 7 and 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fussell (4023071 ) in view of Harlan et al (5606232) and further in view of Nakamura 
USPGPUB (20020163820). 

As to claims 7 and 18, Fussell, as modified by Harlan, lacks the doubler type 
rectifier in the claimed invention. Nakamura teaches the use of a doubler type rectifier 
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(see page 1 , paragraph [001 5]). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to provide the motor protection device of 
Fussell as modified by Harlan, with a doublertype rectifier in order to test the equipment 
during insulation testing to see how much voltage the varistors can withstand. 

Allowable Subject Matter 

Claims 10-11, and 19-20 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The following is a statement of 
reasons for the indication of allowable subject matter: 

For claims 10 and 19, the prior art of record does not disclose or suggest in the 
claimed combination: a first capacitor that communicates with a first output of said 
rectifier and an opposite end that communicates with said second line; there is also no 
second capacitor that has one end that communicates with a second output of said 
rectifier and an opposite end that communicates with said second line. 

For claims 1 1 and 20, the prior art of record does not disclose or suggest in the 
claimed combination: a first and second resistor in parallel to a first and second 
capacitor respectively. 
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The art of record does not disclose or suggest the above claimed features, nor 
would it be obvious to modify the art of record so as to include either of the above 
limitations. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert T. Dang whose telephone number is 571-272- 
8326. The examiner can normally be reached on M-F, 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Karl D. Easthom can be reached on 571-272-1989. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



RTD 




Edward H.Tso 
Primary Examiner 



